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DETAILED ACTION 

Claim Objections 

Claim 62 is objected as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The new 
limitations "wall studs" (line 5) and "wall board" (line 6) are claimed. This claim thus 
appears to be a combination claim which should not depend from a sub combination 
claim. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 66 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The dependant claim 66 fails to indicate the claim it depends 
upon; it seems like a typographical mistake. A correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this OfTice action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 65 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the U.S. Patent No. 3,805,471 to De Schutter 

In regard to claim 65, De Schutter discloses a fire-resistant barrier 
comprising a track (Fig. 14: C) having a generally elongate body comprising an H- 
shaped cross-section (Fig. 14, column 6, lines 54-55). Schutter discloses a track 
comprising two flanges in Fig. 16: 242. However, Schutter does not disclose the flanges 
in Figure 14 embodiment. It would have been a matter of design choice to one of 
ordinary skill in the art to have the flanges for additional structural strength in order to 
support heavier loads. 

The phrase "to attach said H-shape to a building surface" (lines 2-3) comprises 
statement of intended use which does not further limit the structure features of the 
claimed invention, a fire barrier device. It has been held that a recitation regarding the 
manner in which a claimed apparatus is intended to be used does not differentiate the 
claimed apparatus from a prior art apparatus which satisfies the claimed structural 
limitations (Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 
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In regard to claim 66, De Schutter discloses a track comprising two flanges in 
Fig. 16: 242 made from one sheet of metal (column 18, lines 1-4). 

Claims 47 - 64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the U.S. Patent No. 3.805,471 to De Schutter in view of the U.S. Patent No. 
5,356,446 to Smetana et al. 

In regard to claim 47, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having a generally elongate body 
comprising an H-shaped cross-section (Fig. 14, column 6, lines 54-55) having a channel 
operative for retaining a filling (column 9, lines 27-30) against a building surface. 

The phrase "for retaining a molding barrier bag filled with firestop material against 
a building surface" (lines 3-4) comprises statement of intended use which does not 
further limit the structure features of the claimed invention, a fire barrier device. It has 
been held that a recitation regarding the manner in which a claimed apparatus is 
intended to be used does not differentiate the claimed apparatus from a prior art 
apparatus which satisfies the claimed structural limitations (Ex Parte Masham, 2 USPQ 
F2nd 1647, 1987). 

While Schutter discloses an H-shaped track (Fig. 14), Schutter does not disclose 
a barrier bag operative to be filled with fire-stop material. However, Smetana discloses a 
barrier bag (Smetana, Fig. 5: 40) operative to be filled with fire-stop material (Smetana, 
Fig. 5: 28). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify Schutter by using a barrier bag filled with fire-stop 
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material in order to prevent smoke from passing through the joints and walls 
consequently preventing a building occupants from suffocation. 

In regard to claim 48, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track comprising a channel (Fig. 14: C). While Schutter 
discloses a track comprising a channel (Fig. 14), Schutter does not disclose a barrier 
bag located within a channel of the track. However, Smetana discloses a barrier bag 
(Smetana, Fig. 5: 40) located within a channel of a track (Smetana, Fig. 5). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Schutter by locating a barrier bag within a channel of a 
track in order to prevent smoke from passing through the joints and walls, consequently 
preventing a building occupants from suffocation. 

In regard to claim 49, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having two elongate parts. 

The phrase " a first part defining said channel for retaining a molding barrier bag 
and a second part ^shaped to straddle wall studs" (lines 2-3) comprises statement of 
intended use which does not further limit the structure features of the claimed invention, 
a fire barrier device. It has been held that a recitation regarding the manner in which a 
claimed apparatus is intended to be used does not differentiate the claimed apparatus 
from a prior art apparatus which satisfies the claimed structural limitations (Ex Parte 
Masham, 2 USPQ F2nd 1647, 1987). 
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In regard to claim 50, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having two elongate parts attached to 
each other. 

In regard to claim 51 , De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having an H-shaped cross-section (Fig. 
14, column 6, lines 54-55) 

In regard to claim 52, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C). Schutter discloses a track comprising 
two flanges in Fig. 16: 242. However, Schutter does not disclose the flanges in Figure 
14 embodiment. It would have been a matter of design choice to one of ordinary skill in 
the art to have the flanges for additional structural strength in order to support heavier 
loads. 

The phrase "for attaching said track to a building surface and retaining molding 
barrier bag against the building surface" (lines 2-3) comprises statement of intended use 
which does not further limit the structure features of the claimed invention, a fire barrier 
device. It has been held that a recitation regarding the manner in which a claimed 
apparatus is intended to be used does not differentiate the claimed apparatus from a 
prior art apparatus which satisfies the claimed structural limitations (Ex Parte Masham, 
2USPQF2nd 1647, 1987). 

In regard to claim 53, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) formed from one sheet of metal (column 
18, lines 1-4) as clearly shown in Figure 14. 
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In regard to claim 54, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having a plurality of openings (column 5. 
lines 41-46). Schutter does not specifically state the openings located periodically along 
the length of elongate body. However, it would have been a matter of design choice to 
one of ordinary skill in the art to have the openings located periodically along the length 
of elongate body in order to reduce material and cost. 

The phrase "to permit access filling said molding barrier bag" (lines 2-3) 
comprises statement of intended use which does not further limit the structure features 
of the claimed invention, a fire barrier device. It has been held that a recitation regarding 
the manner in which a claimed apparatus is intended to be used does not differentiate 
the claimed apparatus from a prior art apparatus which satisfies the claimed structural 
limitations (Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 

In regard to claim 55, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig, 14: C) having a plurality of openings (column 5, 
lines 41-46). Schutter does not specifically state the openings located periodically along 
the length of elongate body, proximate to flanges. However, it would have been a matter 
of design choice to one of ordinary skill in the art to have the openings located 
periodically along the length of elongate body, proximate to flanges in order to reduce 
material and cost. 

The phrase "to permit visual inspection of said molding barrier bag when said 
bag is filled with firestop material" (lines 3-4) comprises statement of intended use which 
does not further limit the structure features of the claimed invention, a fire barrier device. 
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It has been held that a recitation regarding the manner in which a claimed apparatus is 
intended to be used does not differentiate the claimed apparatus from a prior art 
apparatus which satisfies the claimed structural limitations (Ex Parte Masham, 2 USPQ 
F2nd 1647. 1987). 

In regard to claim 56, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) formed from one sheet of metal (column 
18, lines 1-4) having an H-shaped cross-section (Fig. 14, column 6, lines 54-55) 
wherein the H-shaped cross-section comprises outer vertical walls (Fig. 14: 216) in turn 
connected to inner vertical walls (Fig. 14: 214) connected to each other by a connecting 
wall member (Fig. 14: 212). Schutter discloses a track comprising two flanges in Fig. 16: 
242. However, Schutter does not disclose the flanges in Figure 14 embodiment. 

It would have been a matter of design choice to one of ordinary skill in the art to 
have the flanges for additional structural strength in order to support heavier loads. 

The phrase "for attaching said device to a building surface" (line 3) comprises 
statement of intended use which does not further limit the structure features of the 
claimed invention, a fire barrier device. It has been held that a recitation regarding the 
manner in which a claimed apparatus is intended to be used does not differentiate the 
claimed apparatus from a prior art apparatus which satisfies the claimed structural 
limitations (Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 

In regard to claim 57, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) and a connecting wall member (Fig. 14: 
212) having a plurality of openings (column 5, lines 45-46). Schutter does not 
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specifically state the openings located periodically along the length of elongate body. 
However, it would have been a matter of design choice to one of ordinary skill in the art 
to have the openings located periodically along the length of elongate body in order to 
reduce material and cost. 

The phrase "for filling said molding barrier bag" (line 3) comprises statement of 
intended use which does not further limit the structure features of the claimed invention, 
a fire barrier device. It has been held that a recitation regarding the manner in which a 
claimed apparatus is intended to be used does not differentiate the claimed apparatus 
from a prior art apparatus which satisfies the claimed structural limitations (Ex Parte 
Masham, 2 USPQ F2nd 1647, 1987). 

In regard to claim 58, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having a plurality of openings (column 5, 
lines 41-46). Schutter does not specifically state the openings located periodically along 
the length of elongate body, proximate to flanges. However, it would have been a matter 
of design choice to one of ordinary skill in the art to have the openings located 
periodically along the length of elongate body, proximate to flanges in order to reduce 
material and cost. 

The phrase "to permit visual inspection of said molding barrier bag" (lines 2-3) 
comprises statement of intended use which does not further limit the structure features 
of the claimed invention, a fire barrier device. It has been held that a recitation regarding 
the manner in which a claimed apparatus is intended to be used does not differentiate 
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the claimed apparatus from a prior art apparatus which satisfies the claimed structural 
limitations (Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 

In regard to claim 59, De Schutter in view of Smetana et al. discloses a method 
for attaching a barrier to a building component (Abstract). Schutter does not disclose 
placement of a barrier bag within a channel defined by (212) of Figure 14. However, 
Smetana discloses a method of placing a molding barrier bag within a channel 
(Smetana, Abstract) against a wall surface (Smetana, Fig. 5: 20). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify Schutter by locating a barrier bag within a channel of a track in order to prevent 
smoke from passing through the joints and walls, consequently preventing a building 
occupants from suffocation. 

In regard to claim 60, De Schutter in view of Smetana et al. discloses a method 
for attaching a barrier to a building component (Abstract). The track (Fig. 14) could 
inherently be assembled with a wall stud. Schutter does not disclose filling a barrier bag. 
However, Smetana discloses a method of filling a molding barrier bag with a fire-stop 
material (Smetana, Abstract). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify Schutter by locating a barrier bag 
within a channel of a track in order to prevent smoke from passing through the joints 
and walls, consequently preventing a building occupants from suffocation. 

In regard to claim 61, De Schutter in view of Smetana et al. discloses a barrier 
comprising a track (Fig. 14: C) having walls (Fig. 14: 214, 216). The track walls could 
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inherently be attached with a wall stud; and could inherently be moved with respect to 
the molding barrier bag retained in the track. 

In regard to claim 62, De Schutter in view of Smetana et al. discloses a fire- 
resistant barrier comprising a track (Fig. 14: C) having an H-shaped cross-section (Fig, 
14, column 6, lines 54-55) having a channel operative for retaining a filling (column 9, 
lines 27-30) against a building surface. The track walls could inherently be attached with 
a wall stud; and could inherently be moved with respect to the molding barrier bag 
retained in the track. 

The phrases "for attaching said H-shaped cross-sectional profile against a 
building surface" (lines 1-2) and "to move with thermal cycling" (line 7) comprise 
statements of intended use which does not further limit the structure features of the 
claimed invention, a fire barrier device. It has been held that a recitation regarding the 
manner in which a claimed apparatus is intended to be used does not differentiate the 
claimed apparatus from a prior art apparatus which satisfies the claimed structural 
limitations (Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 

While Schutter discloses an H-shaped track (Fig. 14), Schutter does not disclose 
a barrier bag operative to be filled with fire-stop material; and located in an upper 
channel of the track (Fig. 14). However, Smetana discloses a barrier bag (Smetana, Fig. 
5: 40) operative to be filled with fire-stop material (Smetana, Fig. 5: 28), located in a 
lower channel of the track. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify Schutter by locating a barrier bag filled 
with fire-stop material, in an upper channel of a track in order to prevent smoke from 
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passing through the joints and walls consequently preventing a building occupants from 
suffocation. 

Claims 63 and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the U.S. Patent No. 3,805,471 to De Schutter in view of the U.S. 
Patent No. 5,890,245 to Klearman et al. 

In regard to claim 63, De Schutter in view of Klearman et al. discloses a barrier 
comprising thermal barrier comprising a H-shaped track. However, Schutter does not 
disclose a thermal barrier bag. Klearman disclose a molding bag comprising a first and 
second faces seamed together by heat welding (column 3, lines 42-46), said molding 
bag comprises a plurality of pleats (in the deflated state) operative to permit expansion 
of the bag when said bag is filled. 

The phrase "when filled with firestop material" (lines 2-3) comprises statements 
of intended use which does not further limit the structure features of the claimed 
invention, a fire barrier device. It has been held that a recitation regarding the manner in 
which a claimed apparatus is intended to be used does not differentiate the claimed 
apparatus from a prior art apparatus which satisfies the claimed structural limitations 
(Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 

In regard to claim 64, De Schutter in view of Klearman et al. discloses a barrier 
comprising thermal barrier comprising a H-shaped track having a plurality of openings 
(column 5, lines 41-46). However, Schutter does not disclose a thermal barrier bag. 
Klearman disclose a molding bag comprising a first and second faces seamed together 
by heat welding (column 3, lines 42-46), said molding bag comprises a plurality of pleats 
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(in the deflated state) operative to permit expansion of the bag when said bag is filled. 
Klearman discloses a bag having an opening (Klearman, column 3, lines 36-38). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify Schutter by placing and orienting the bag opening with respect to 
the track opening in order to fill or empty the bag. 

The phrase "when filled with firestop material" (lines 2-3) comprises statements 
of intended use which does not further limit the structure features of the claimed 
invention, a fire barrier device. It has been held that a recitation regarding the manner in 
which a claimed apparatus is intended to be used does not differentiate the claimed 
apparatus from a prior art apparatus which satisfies the claimed structural limitations 
(Ex Parte Masham, 2 USPQ F2nd 1647, 1987). 
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